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eamed patent term adjustment. See 37 CFR 1 .704(b). 
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Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 13-15 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claims 13-15 the phrase "the opening is provided in ..." appears to contradict the 
limitation in claim 1 of "opening defined in only one of the said four portions" since the 
opening defined in claims 13-15 would be a second opening rendering the claims vague 
and indefinite. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-3, 6, 7, 11, and 13 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Mashita (5681649). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person liaving ordinary skill in tlie art to wliicli said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1, 2, 6, 7-10, 13, 16, and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Signori (4882858). 

Signori shows a boot comprising a shell (2 and 3) and an opening in the shell with a 
pad (19 and 23) therein substantially as claimed except for the exact material for the 
shell. It Is well known and conventional to use rigid materials for the uppers in 
motorcycle boots. It would have been obvious to use rigid materials for the shell in the 
boot of Signori as is well known and conventional to provide durability and protection. 

In reference to claims 8, 9, and 16, Signori discloses the claimed invention except for 
the exact hardness of the materials. It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to use materials with the hardnesses 
as described in claims 8, 9, and 16, since it has been held to be within the general skill 
of a worker in the art to select a known material on the basis of its suitability for the 
intended use as a matter of obvious design choice. In re Leshin, 125 USPQ 416. Also, 
it has been held that where the general conditions of a claim are disclosed in the prior 
art, discovering the optimum or workable ranges involves only routine skill in the art. In 
reAller, 105 USPQ 233. 

7. Claims 4, 8, 9, and 14-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mashita. 

Mashita shows a boot comprising a rigid shell (shown in the figures) with a pad (such 
as 5, and/or 5A-5D) located in an opening through the shell, discloses the claimed 
invention except for the exact hardness of the materials. It would have been obvious to 
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one having ordinary sl^ill in tine art at tine time tine invention was made to use materials 
with the hardnesses as described in claims 8, 9, and 14-20, since it has been held to be 
within the general skill of a worker in the art to select a known material on the basis of 
its suitability for the intended use as a matter of obvious design choice. In re Leshin, 
1 25 USPQ 416. Also, it has been held that where the general conditions of a claim are 
disclosed in the prior art, discovering the optimum or workable ranges involves only 
routine skill in the art. In re Aller, 105 USPQ 233. 

In reference to claim 4, the exact extent of the pads of Mashita is not clear, 
however, it has been held that where the general conditions of a claim are disclosed in 
the prior art, discovering the optimum or workable ranges involves only routine skill in 
the art. In re Aller, 105 USPQ 233. It would have been obvious to make the pad less 
than !4 of the width of the shell to accommodate the specific desires, design, use, etc. 
needs. 

8. Claims 3-5 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over either Mashita or Signori in view of Gillespie (2002/01 12374). 

Either Mashita or Signori shows a boot substantially as claimed except for a 

recessed pad in the sole. Gillespie teaches providing a recessed pad (70) in the sole. 
It would have been obvious to provide a recessed pad in the sole as taught by Gillespie 
in the boot of either Mashita or Signori to increase cushioning and support in the sole. 
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1 . Information regarding the status of an application may be obtained from tiie 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). Other useful information can be 
obtained at the PTO Home Page at www.uspto.gov. 

In order to avoid potential delays, Technology Center 3700 is encouraging 
FAXing of responses to Office Actions directly into the Center at (571)273-8300 
(FORIVIAL FAXES ONLY). Please identify Examiner Marie Patterson of Art Unit 3728 
at the top of your cover sheet. 

Any inquiry concerning the MERITS of this examination from the examiner 
should be directed to Marie Patterson whose telephone number is (571) 272-4559. The 
examiner can normally be reached from 6AM - 4PM Mon-Wed. 



/Marie Patterson/ 
Primary Examiner 
Art Unit 3728 



